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DETAILED ACTION 



Election/Restrictions 



I. 
11. 

III. 

IV. 

V. 

VI. 

VII. 

VIIL 



tion to one of the following inventions is required under 35 U.S. C. 121: 
Claims 1-89, drawn to distributing prints, classified in class 358, subclass 1.15. 
Claims 90-92, drawn to alignment device for aligning image prints, classified in 
class 271, subclass 251. 

Claims 93-96, drawn to bins for collecting image prints, classified in class 271, 
subclass 298. 

Claims 97-1 10, drawn to method of tracking order, classified in class 700, 
subclass 115. 

Claims 1 1 1-125, drawn to method of printing an image (reducing curl), classified 
in class 399, subclass 406. 

Claim 126, drawn to printing system, classified in class 700, subclasses 95 and 



Claims 127-135, drawn to method of packaging and shipping prints, classified in 
class 53, subclass 507. 

Claims 136-148, drawn to a packaging system, classified in class, subclass 1. 



2. The inventions are distinct, each from the other because of the following reasons: They 
can be operated independently of each other. 
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3. Inventions I- VIII are related as combination and subcombination. Inventions in this 
relationship are distinct if it can be shown that (1) the combination as claimed does not require 
the particulars of the subcombination as claimed for patentability, and (2) that the 
subcombination has utility by itself or in other combinations (MPEP § 806.05(c)). In the instant 
case, the combination as claimed does not require the particulars of the subcombination as 
claimed because the combination can work independently. 

4. Because these inventions are distinct for the reasons given above and have acquired a 
separate status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 

5. Because these inventions are distinct for the reasons given above and the search required 
for Group I is not required for Group II- VIE, restriction for examination purposes as indicated is 
proper. 

During a telephone conversation with Mr. Iran on September 3, 2003 a provisional 
election was made without traverse to prosecute the invention of Group I, claims 1-89. 
Affirmation of this election must be made by appKcant in replying to this Office action. Claims 
90-148 are withdrawn from further consideration by the examiner, 37 CFR 1.142(b), as being 
drawn to a non-elected invention. 
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Specification 



6. Applicant is reminded of the proper language and format for an abstract of the disclosure. 

The abstract should be in narrative form and generally limited to a single paragraph on a 
separate sheet within the range of 50 to 150 words. It is important that the abstract not exceed 
150 words in length since the space provided for the abstract on the computer tape used by the 
printer is limited. The form and legal phraseology often used in patent claims, such as "means'* 
and "said," should be avoided. The abstract should describe the disclosure sufficiently to assist 
readers in deciding whether there is a need for consulting the full patent text for details. 

Abstract is over 150 words. Correction is required. 

Specification on page one, line 6 is missing the serial number for the provisional 
application. Correction is required. 



7. The following is a quotation of 35 U.S. C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

8. Claims 1-1 1 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fredlund et 



Claim Rejections - 35 USC §103 



al. ( US patent 5,166,215) in view of Johnson (US patent 6,052,670). 
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Regarding claim 1, Fredlund discloses a method of distributing image prints printed on a 
plurality of printers to a plurality of recipients, the method comprising: 

Receiving an order specifying one or more recipients and, for each specified recipient, a 
set of one or more images associated with that recipient (column 5, lines 38-47 and column 6, 
lines 36-37); and 

for each recipient specified by the order, separating the images associated with the 
recipient into at least one printable unit of images (column 7, lines 18-30 and column 2, lines 42- 
44). However, Fredlund discloses sending multiple orders to plurality of recipients instead of a 
single order specifying a plurality of recipients. Johnson discloses in column 22, lines 60-62, an 
electronic catalog wherein customers can place orders such that "each order may have multiple 
ship addresses and multiple order items". Therefore, it would have been obvious to a person 
skilled in the art, at the time of invention to specify a plurality of recipients, and for each 
specified recipients, a set of one or more images associated with that recipient to streamline the 
process. 

Regarding claim 2, Fredlund discloses the method of claim 1 further comprising , for 
each multiple unit, selecting a printer on which to print the printable unit. Fig. IB shows print 
server 104 sending print jobs to printer 106, 108 and 1 10. 

Regarding claim 3, Fredlund discloses the method of claim 2, further comprising, for 
each printable unit, printing at least one copy of each image in the printable unit on the selected 
printer, Fredlund discloses in column 5, lines 35-38 that customer selects the desired print 
quantity which can be one. 
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Regarding claim 4, Fredlund, discloses the method of claim 1 wherein each image has 
associated print parameters. Fredlund discloses in column 5, lines 35-38 that customer selects the 
desired print size. Print size is considered a print parameter. 

Regarding claim 5, Fredlund discloses the method of claim 4 wherein the images in a 
printable unit of images have print parameters that allow the printable unit to be continuously 
printed (column 8, lines 56-64). 

Regarding claim 6, Fredlund discloses the method of claim 1 wherein images in a first 
recipient's image set differ from images in a second recipient's image set (column 6, lines 30- 
41). 

Regarding claim 7, Fredlund discloses the method of claim 4 wherein print parameters of 
a first recipient's image set differ from print parameters of a second recipient image set. 
Fredlund discloses in column 6, lines 30-41 that orders can be placed to different recipients. In 
column 5, lines 35-37 he also teaches that customer can select print size (considered as print 
parameter). Therefore, different recipients can have different print parameters for their image set. 

Regarding claim 8, Fredlund discloses the method of claim 7 wherein print parameters 
include one or more of print size, number of copies, and/or print finish (column 5, lines 35-37). 
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Regarding claim 9, Fredlund discloses the method of claim 1 wherein print parameters 
differ among images within an image set. Fredlund discloses in column 5, lines 35-51 that 
customers identifies an image and selects print size, quantity and desired services and repeats the 
process for the next image. 

Regarding claim 10, Fredlund discloses the method of claim 9 wherein print parameters 
include one or more of print size, number of copies, and/or print finish (column 5, lines 35-37). 

Regarding claim 1 1, Fredlund discloses the method of claim I wherein each image set 
comprises an arbitrary grouping of images designated by a user. Fredlund discloses in column 5, 
lines 38-47 the selection by the user of an arbitrary set of one or more images. 

9. Claims 12-24, 29-55, 59-76 and 89 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Fredlund et al. ( US patent 5,166,215) in view of Johnson (US patent 
6,052,670) and fiirther in view of Cok (US patent 6,157,436). 

Regarding claim 12, Fredlund in view of Johnson do not disclose the method of claim 1 
further comprising, for each recipient, separating the images associated with the recipient into 
one or more sub-orders. Cok discloses in column 2, lines 60 through column 3, dividing of an 
order for image prints into multiple sub-orders. Therefore, it would have been obvious to a 
person skilled in the art, at the time of invention to divide the received order into a plurality of 
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sub-orders, each sub-order corresponding to a different recipient. This would allow for each 
recipient's order to be prepared separately. 

Regarding claim 13, Cok does not specifically discloses the method of claim 12 wherein 
separating the images associated with the recipient into at least one printable unit of images 
includes, for each sub-order, separating the images associated with the sub-order into one or 
more sub-batches, each sub-batch representing a printable unit. As stated in claim 12, Cox does 
teach the principal of dividing an order to suborders and processing of the images accordingly. 
Therefore, further division or rearrangement of an order in smaller grouping is not considered to 
be novel and deemed obvious to do so. Therefore, it would have been obvious to a person skilled 
in the art, at the time of invention to subdivide an order to sub batches for further rearrange them 
in batches in order to distribute the image processing and printing to printers capable of fulfilling 
the order in a more efficient manner. 

Regarding claim 14, Cok discloses the method of claim 13 wherein the images in a 
sub-batch have print parameters that allow the sub-batch to be continuously printed (column 11, 
lines 53-65). 

Regarding claims 15, 16, and 18 arguments analogous to those presented for claim 13, 
are applicable. 

Regarding claim 17, arguments analogous to those presented for claim 5, are applicable. 
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Regarding claim 19, Cok discloses the method of claim 16 further comprising scheduling 
the batches to be printed in a predetermined ordering. In column 12, lines 64-67 and continuing 
in colunm 13, lines 1-6, the predetermined order of printing is considered to be printing of 
suborder header followed by the printing of images. 

Regarding claim 20, Fredlund discloses the method of claim 19 wherein each order includes 
image data and control data. Fig. 3, shows image data area 50 and control data area 76. 

Regarding claim 2 1 , Fredlund discloses the method of claim 20 wherein the control data 
includes at least one of print parameters, user contact information, recipient information, 
payment information, and message information. Fig. 4, shows recipient information and message 
information. 

Regarding claim 22, Fredlund discloses the method of claim 21 wherein the image data 
includes pixel data for the images in the order(column 4, lines 10-18). 

Regarding claim 23, Fredlund discloses the method of claim 22 wherein the control data is 
used to control the printing of the images. Fig. 3, shows control data such as picture quantity , 
zoom and cropping. 

Regarding claim 24, Fredlund discloses the method of claim 20 further comprising, before 
printing each image: 
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correcting tile image data for that image using information including the control data; and 
calibrating the image data using information including the control data and at least one 
characteristic of the printer on which the image is to be printed (column 7, lines 37-44). 

Regarding claim 29, Cok discloses the method of claim 1 further comprising verifying that 
an image print was printed with the correct image. Cok discloses in column 12, lines 7-28 that 
operator can view the reduced resolution image to ensure correct image being printed. 

Regarding claim 30, Cok discloses the method of claim 1 further comprising checking the 
quality of the image print (column 12, lines 20-23). 

Regarding claim 31, arguments analogous to those presented for claim 13, are applicable. 

Regarding claim 32, Fredlund discloses the method of claim 1 further comprising printing a 
destination identifier print that identifies the specified recipient for a corresponding sub-batch of 
image prints (column 8, lines 61-63). 

Regarding claim 33, Cok discloses the method of claim 32 wherein the destination identifier 
print delimits the corresponding sub-batch (column 10, lines 59-65). 



Regarding claim 34, Fredlund discloses the method of claim 32 wherein printing the 
destination identifier print comprises printing one or more of the following items: a shipping 
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address, a recipient's name, a print index, a bar code, a textual message and/or print re-ordering 
information (column 10, lines 59-65). 

Regarding claims 35-37, arguments analogous to those presented for claims 1-3 
respectively, are applicable. 

Regarding claims 38 and 39, arguments analogous to those presented for claim 1, are 
appHcable. 

Regarding claim 40, Fredlund disclose the method of claim 39 ,wherein the physical 
manifestation of the set of digital content comprises photographic prints 107 of the one or more 
digital images (column 7, lines 20-22). 

Regarding claims 41 and 45, arguments analogous to those presented for claim 5, are 
appUcable. 

Regarding claim 42, arguments analogous to those presented for claim 8, are applicable. 

Regarding claim 43, Fredlund discloses a print distribution system comprising: 
plurality of printers (106, 108, 110); 

a front-end computer sub-system 26 for receiving an order specifying one or more recipients 
and, for each specified recipient, a set of one or more images associated with that recipient; and 
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a scheduler (print server 104), connected to the front-end computer sub-system and the 
plurality of printers, that for each recipient specified by the order (a) separates the images 
associated with the recipient into at least one printable unit of images, and (b) designates a 



Regarding claim 44, arguments analogous to those presented for claim 4, are appUcable. 
Regarding claim 46-49 arguments analogous to those presented for claims 6-9 respectively, 
are apphcable. 

Regarding claim 50, arguments analogous to those presented for claim 8, are applicable. 
Regarding claim 51, arguments analogous to those presented for claim 1 1, are applicable. 
Regarding claims 52-55, arguments analogous to those presented for claims 13, 15, 16 and 
19 respectively, are applicable. 

Regarding claims 59-62, arguments analogous to those presented for claims 26, 20, 21 and 
22 respectively, are applicable. 

Regarding claim 63, Fredlund discloses the system of claim 58 further comprising an image 
processor associated with at least one of the line controllers for processing the image data and at 
least a portion of the control data prior to printing the image (column 6, lines 64-67 and column 
7, lines 1-44). 



printer on which each printable unit is to be printed (columirSThnes 




Regarding claim 64, arguments analogous to those presented for claim 24, are applicable. 
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Regarding claim 65, arguments analogous to those presented for claim 32, are applicable. 

Regarding claim 66, Cok discloses the system of claim 65 wherein the destination identifier 
image for each sub batch is generated from the sub-batch's control data and image data (column 
9, lines 26-43). 

Regarding claims 67, 75 and 76 arguments analogous to those presented for claim 27, 29 
and 30 respectively, are appHcable. 

Regarding claim 68, Fredlund discloses the system of claim 43 further comprising, a back 
printer for back printing at least one image print (column 6, line 67 and column 8, lines 6-15). 

Regarding claim 69, Fredlund discloses the system of claim 68 wherein the back printer 
back prints non-image information on each image print (column 6, line 67 and column 8, lines 6- 
15). Information on the labels is considered non- image information. 

Regarding claim 70, Fredlund discloses the system of claim 69 wherein the non-image 
information includes at least one of an image number associated with the image, a printable unit 
number associated with the printable unit from which image print was printed, reorder 
information, a bar code, and a message (column 6, line 67 and column 8, lines 6-15). Cover letter 
is considered a message. 
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Regarding claim 71, Fredlund discloses the system of claim 70 wherein the message is an 
advertisement. Fredlund discloses in column 6, lines 64 and continuing in column 7 that order 
information by the customer can be text on the back of image and text to personalize images 
such as greeting cards and birthday announcements. Such announcements can easily be 
considered form of advertising. Also In column 4, lines 60-76 Fredlund discloses that program 
may contain advertising specials. 

Regarding claim 72, Cok discloses the system of claim 71 wherein the bar code encodes 
at least one of an audio message, the image number associated with the image, and the printable 
unit number associated with the printable unit from which the image print was printed. Cok 
discloses in column 10, lines 60-65 using barcode to include suborder information which 
includes image number. See Fig. 2. Additionally, Fredlund in column 7 lines 7-10 discloses 
using sound file representing sample audio to be sent to the processing lab. 

Regarding claim 73, Cok discloses the system of claim 59 further comprising a digital 
camera for capturing data about at least one of the image prints (column 5, lines 46-49). 

Regarding claim 74, Cok does not disclose the system of claim 73 wherein the camera is 
a low-resolution camera. However it is well known in the art that digital cameras can be of low 
resolution or high resolution depending on the photosensitive cell used to capture incoming Hght. 
Therefore, it would have been obvious to a person skilled in the art, at the time of invention to 
use a low-resolution camera to keep the cost down. 
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Regarding 89, Fredlund discloses the system of claim 52 further comprising a storage 
device (computer 26) in which one or more sub-batches can be stored for later combination with 
other sub-batches. Computers are well known to have storage devices such as RAM, ROM and 
hard disks. 

10. Claims 25-28, 58 and 62 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Fredlund et al. (US patent 5,166,215) in view of Johnson (US patent 6,052,670), further in view 
of Cok (US patent 6,157,436) and further in view of Shaked et al. (US patent 6,600,573). 

Regarding claim 25, Fredlund does not disclose the method of claim 20 further comprising, 
for each batch, storing the image data for the batch in a cache that is local to the selected printer 
for that batch. Shaked et al. discloses in column 3, lines 28-30 that green/magenta dithering is 
performed in memory. Fredlund and Shaked are analogous art because they are from the same 
field of endeavor that is printing art. Therefore, it would have been obvious to a person skilled in 
the art, at the time of invention to combine Shaked with Fredlund to perform dithering in 
memory. 

Regarding claim 26, Cok discloses the method of claim 25 further comprising, for each 
batch, placing the control data for the batch in a queue associated with the selected printer for 
that batch (column 8, lines 21-47). 
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Regarding claim 27, The method of claim 26 further comprising, for each batch that is 
placed in a queue, sending the image data associated with the images included in that batch to an 
image processor associated with the selected printer for that batch (column 7, lines 26-30). 

Regarding claim 28, Cok discloses the method of claim 27 wherein, for each batch that is 
placed in a queue, sending the image data for that batch to the image processor associated with 
that queue before the batch reaches the front of the queue (column 7, lines 26-30). 

Regarding claim 58, arguments analogous to those presented for claim 26, are applicable. 
Regarding claim 62, arguments analogous to those presented for claim 25, are applicable. 

11. Claim 56 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fredlund et al. ( US 
patent 5,166,215) in view of Johnson (US patent 6,052,670), further in view of Cok (US patent 
6,157,436) and further in view of Chan et al. (US patent 5,557,761). 

Regarding claim 56, Fredlund in view of Johnson and in view of Cok do not teach the 
system of claim 55 wherein the scheduler uses a global scheduling algorithm. Chan et al. teaches 
use of global scheduling algorithm in column 1, lines 8-38. Fredlund, Cok and Chan are 
analogous art because they are from the same field of endeavor that is processing set of 
instructions. Therefore, it would have been obvious to a person skilled in the art, at the time of 
invention to use the global scheduling algorithm to schedule processing of orders which are not 
much more than set of instructions to be processed. 
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12. Claim 57 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fredlund et al. ( US 
patent 5,166,215) in view of Johnson (US patent 65052,670), further in view of Cok (US patent 
6,157,436) and further in view of Gringeri et al. (US patent 6,233,226). 

Regarding claim 57, Fredlund in view of Johnson and in view of Cok do not teach the 
system of claim 55 wherein the scheduler uses a just-in-time scheduling algorithm. Gringeri 
discloses in column 5, lines 38-45 use of just in time scheduling. Fredlund, Cok and Gringeri are 
analogous art because they are from the same field of endeavor that is analyzing and distributing 
images. Therefore, it would have been obvious to a person skilled in the art, at the time of 
invention to use just in time scheduling to process orders as they arrive for quicker delivery. 

13. Claim 77 is rejected under 35 U.S.C. 103(a) as being unpatentable over Fredlund et al. ( US 
patent 5,166,215) in view of Johnson (US patent 6,052,670) and further in view of Zom (US 
patent 6,129,346). 

Regarding claim 77, Fredlund in view of Johnson do not disclose the system of claim 43 
further comprising an inverter that inverts each image print prior to backprinting. Zora discloses 
in column 7, lines 29-3 1 that web can be inverted before printing. Fredlund and Zom are 
analogous art because they are from the same field of endeavor that is printing documents. 
Therefore, it would have been obvious to a person skilled in the art, at the time of invention to 
invert the web for printing to reduce the cost of printing. 
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14. Claims 78-80 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fredlund et 
al. ( US patent 5,166,215) in view of Johnson (US patent 6,052,670) and further in view of Juan 
(US patent 6,554,415). 

Regarding claim 78, Fredlund in view of Johnson do not discloses the system of claim 
77 further comprising a curl reduction equipment that reduces curling of the image print prior to 
backprinting. Juan discloses in column 1 lines 16-22 vacuum plate to hold down the sheet. 
Fredlund in view of Johnson and Juan are analogous art because they are from the same field of 
endeavor that is printing art and specific to curl reduction methods. Therefore, it would have 
been obvious to a person skilled in the art, at the time of invention to use the vacuum table of 
Juan to maintain paper flatness. 

Regarding claim 79, Juan discloses the system of claim 78 wherein the curl-reduction 
equipment uses suction to reduce curhng of the image print (column 1 lines 16-22). 

Regarding claim 80, Juan discloses the system of claim 79 wherein the curling-reduction 
equipment device includes a vacuum table (Fig 4, items 380 and 400). 

15. Claims 81-84 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fredlund et 
al ( US patent 5,166,215) in view of Johnson (US patent 6,052,670), further in view of Juan (US 
patent 6,554,415) and further in view of Church et al. (US patent 4,049,256). 
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Regarding claim 81, Fredlund in view of Johnson in view of Juan do not disclose the 
system of claim 77 further comprising an alignment device that aligns each image print prior to 
backprinting. Church discloses in column in column 4, lines 3 1-59 and Fig. 1 alignment edge 
43c. Fredlund, Johnson, Juan and Church are analogous art because they are from the same field 
of endeavor that is printing documents/images. Therefore, it would have been obvious to a 
person skilled in the art, at the time of invention to use the alignment edge of Church to ensure 
that paper is inserted correctly into the envelope. 

Regarding claim 82 Church discloses the system of claim 81 wherein the alignment device 
includes: 

an alignment wall against which each image print is to be aligned prior to backprinting; 

and 

a skew conveyor that receives each image print after the image print has been printed and 
moves the image print towards the alignment wall as the skew conveyor conveys the image print 
to the backprinter (column 4, lines 3 1-59 and Fig. 1). 

Regarding claim 83, Church discloses the system of claim 82 further comprising an 
alignment sensor positioned laterally inward from the alignment wall that detects whether a 
portion of the image print is positioned immediately beneath the alignment sensor (column 4, 
lines 31-59 and Fig. 1). 
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Regarding claim 84, Church discloses the system of claim 83 wherein the alignment sensor 
is a photosensor that optically senses the presence of the image print (column 4, lines 31-59 and 
Fig. 1). 

16. Claims 85-88 are rejected under 35 U.S.C. 103(a) as being unpatentable over Fredlund et al. 
( US patent 5,166,215) in view of Johnson (US patent 6,052,670), further in view of Robertson 
(US patent 6,505,534). 

Regarding claim 85, Fredlund in view of Johnson do not discloses the system of claim 43 
further comprising a conveyor on which image prints are stacked after printing. Robertson 
discloses in column 3, lines 26-31 plurality of bins and shelves are provided for receiving 
documents. Fredlund and Robertson are analogous art because they are from the same field of 
endeavor that is processing and printing documents/images. Therefore, it would have been 
obvious to a person skilled in the art, at the time of invention to use the bins and shelves of 
Robertson to stack the printed documents or pictures to keep each job separated from the other. 

Regarding claim 86, Robertson discloses the system of claim 85 further comprising a 
controller, connected to the conveyor, that advances the conveyor so that a new stack can be 
stacked after all the image prints in a printable unit have been stacked on the conveyor (column 
4, lines 43-56). 
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Regarding claim 87, Robertson discloses the system of claim 86 further comprising a 
plurality of bins, positioned on the conveyor, so that the image prints for a printable unit are 
stacked in a bin (column 3, lines 26-31). 

Regarding claim 88, Robertson discloses the system of claim 87 wherein the bin comprises: 

a base for supporting the bin when the bin is placed on a surface of the conveyor; 

a first bottom wall connected to the base so that the first wall has a pitch incline with 
respect to the surface of the conveyor; and 

a second bottom wall connected to a first end of the first wall at one end, the second wall 
and first wall forming an angle so that image prints received in the bin tend to stack on the first 
bottom wall with an edge of each image print registering with the second bottom wall (Fig. 1 , 
item 20). 



!?• The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

Haneda (US patent 6,243171) discloses film management method 
Belec et al. (US patent 5,667,214) discloses envelope tuming and aligning apparatus. 
Yamada et al. (US patent 6,257,572) discloses image-forming apparatus having a sheet post- 
processing unit. 

Yokomizo et al. (US patent 6,522,418) discloses a method for editing images. 
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Contact Information 



18. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to (Iraj) Alan Rahimi whose telephone number is 703-306-3473. 
The examiner can normally be reached on Mon.-Fri. 7:30-4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward L Coles can be reached on 703-305-4712. The fax phone number for the 
organization where this application or proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-305-3800. 
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